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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 4-7, 9 and 12-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Russo (5,619,247) in view of Horton et al (4,945,563). 

With respect to Claim 1 , Russo teaches a system for controlling use of broadcast 
content comprising a receiver in communications with a source of broadcast content 
and a playback device and a storage device, wherein the receiver is configured to 
extract the descriptor or supplemental information and control the use of the received 
broadcast content through the playback device and storage device in accordance with 
descriptor in the received broadcast content (fig.2, col.3 lines 3-28, lines 50-60, col.6 
lines 12-25, col. 8 lines 55-67). Russo teaches where a Storage Device (SD) 14 is 
coupled to Receiver (R) 4 (fig.1 , col. 3 lines 3-20 and lines 40-64). 

Furthermore, the authorization key and compression algorithms directly define 
actions or operations to be taken pertaining the broadcast data. Russo teaches that 
descriptor information indicates a length of time that the received broadcast content 
may be consumed (col. 5 lines 32-46, viewer may be allowed to view the selected 
program as many times as desired over a particular time). 
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Russo further teaches that the descriptor or supplemental information may in the 
broadcast content path 102 (col.8 lines 65-67, col.9 line 1), but fails to explicitly state 
that this control information is embedded in the content and also defines the action to 
store the received broadcast content or reproduce the received broadcast content prior 
to viewing. 

However, Horton teaches broadcasting audiovisual content along with embedded 
descriptor information to define an action to be taken pertaining to the received content, 
explicitly storing the received broadcast content (col .3 lines 38-67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Russo with the ability to specify the action as storing 
the content and embedding descriptor information as in Horton in order for the 
broadcast provider to specify what could be done to the broadcast programs to prevent 
unauthorized copying and also allow the user to only access certain programs. 

As to claim 4, Russo further teaches that the receiver is configured to maintain 
information relating to the use of the received broadcast content (col.3 lines 20-25, col.5 
lines 48-65). 

As to claim 5, Russo teaches that the receiver is configured to use the 
information relating to the use of the received broadcast content for remuneration of a 
provider of content (col.4 lines 45-67, col.5 lines 20-33, col.6 lines 34-55). 

As to claim 6, Russo teaches that the information relating to the use of the 
received broadcast content comprises, a duration of use (col.5 lines 32-47). 
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As to claim 7, the claimed "method comprising..." is composed of the same 
structural elements that were discussed in the rejection of claim 1 . 

As to claim 9, Russo teaches lengths of time and days that the broadcast may be 
viewed (col .5 lines 33-48), but fails to show that the descriptor information indicates the 
number of times the received broadcast content may be consumed. Limiting the number 
of times is a logical variation of the restriction of viewing already set forth by Russo and 
therefore would have been obvious to one of ordinary skill in the m at the time the 
invention was made. This would enable the broadcast facility to supply the viewer with 
various pricing and viewing options. 

As to claim 12, Russo teaches that the video can be saved for a predetermined 
length of time but doesn't specifically state a date range (col. 5, lines 32-46). It is 
nonetheless inherent that this time period would be more then one day, thus covering a 
range of dates. 

As to claim 13, it is inherent that the information sent to the user site would 
include billing information (col. 6 lines 10-27). 

As to claim 14, it is inherent that the information sent to the user site would 
contain information for the cost of consuming the broadcast (col. 6 lines 10-27). 

As to claim 15, Russo teaches the ability to "unlock" certain viewing options with 
a code sent along with the video stream (col. 6 lines 10-27). This inherently prevents the 
unjustified use of the broadcast material since other options would remain locked. 

Regarding Claim 16, teaches shows obtaining payment information from the user 
(col. 6 lines 20-28, lines 35-46, col. 10 lines 10-48). 
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. Regarding Claim 17, teaches shows communicating consumption information to 
a billing facility (col. .6 lines 34-53, col. 10 lines 10-48). 

Regarding Claim I 8, teaches shows that the billing facility comprises a facility 
maintained by a provider of the broadcast content (col. 6 lines 20-36). 

As to claim 19, the claimed "a machine-readable medium... a method 
comprising..." is composed of the same structural elements that were discussed in the 
rejection of claim 1 . 

As to claim 20, Russo further teaches where the storage comprises a memory 
accessible by a computer. 

As to claim 21 , Russo fails to show that the storage medium comprises a 
portable storage device. Official Notice is taken that it is well known and expected in the 
art to use removable storage devices, such as CD-ROMS or removable hard drives. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the system of Russo with a portable storage device 
so that the instructions could be transported to other systems. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 , 4-7, 9 and 12-21 have 
been considered but are moot in view of the new ground(s) of rejection. 

With respect to amended independent claims 1, 7 and 19, Applicant argues that 
the prior arts of records Russo (5,619,247) and Horton et al (4,945,563), fail to teach 
or suggest at least the feature, i.e., "the descriptor to indicate whether the storage 
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device may store the received broadcast content prior to viewing" of independent claims 
1 , 7 and 19. Applicant further argues that Russo also teaches away from the claimed 
descriptor and argues that the combination of Russo and Horton is improper and no 
motivation to combine Russo and Horton 

In response, Examiner disagrees. Examiner notes applicant's arguments, 
however, Russo teaches sending the control data with the broadcast information (col.8 
lines 65-col.9, line l+, supplemental or control information, may be from program 
provider along path 102, using modulation/demodulation capabilities), but fails to 
explicitly state that the control information is embedded in the broadcast content. The 
Horton reference is used to show embedding control information into a broadcast 
stream (col. 3 lines 38-67, coded information embedded in the TV signal). Russo 
teaches sending control information to the user (col .6 lines 12-52, key sent with 
broadcast to allow decoding, col .7 lines 55-67, keys allowing decoding to only those 
selected subscribers). Furthermore, this control information is descriptive of the control 
information and the control functions, which are to be implemented by the data. The 
term "descriptor" is no more limiting or clarifying than the previously disclosed limitation 
of "control information." Additionally, Russo also teaches that this descriptor data 
indicates a length of time the playback device may reproduce the broadcast content 
(col. 5 lines 32-46, viewer may be allowed to view the selected program as many times 
as desired over a particular time). This meets the limitations of indicating a length of 
time the playback device may reproduce the content. 



Application/Control Number: 09/474,783 Page 7 

Art Unit: 2617 

Russo, further fails to explicitly teach where the descriptor, indicates whether the 
storage device may store the received broadcast content prior to viewing. However, 
Horton teaches broadcasting audiovisual content along with embedded control 
information to define an action to be taken pertaining to the received content, explicitly 
storing the received broadcast content (col. 3 lines 38-67, 'coded information embedded 
in the TV signal,' 'indication... of various modes available with this particular program'). 

In response to Applicant's argument that there is no suggestion to combine the 
references, the examiner maintains that, the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the 
primary reference; nor is it that the claimed invention must be expressly suggested in 
any one or all of the references. Rather, the test is what the combined teachings of the 
references would have suggested to those of ordinary skill in the art. In this case Russo 
teaches using a descriptor, or control information, to indicate the length of time the play 
back device may reproduce the received content (col. 5 lines 32-46, viewer may be 
allowed to view the selected program as many times as desired over a particular time). 
Russo fails to explicitly state that this descriptor information is embedded in the 
broadcast content and can control the ability to record. However in the same field of 
endeavor, Horton teaches broadcasting audiovisual content along with embedded 
control information to define an action to be taken pertaining to the received content. 
Russo and Horton are in the same field of endeavor, i.e., a broadcast provider 
controlling unauthorized use or recording of broadcast media. Hence the 103(a) 
rejection of Russo in view of Horton, is proper and maintained, meets all the claimed 
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limitations and the appropriate motivation was given, i.e., prevent unauthorized copying 
and also allow the user to only access certain programs, as discussed above. The 
amendment to all the independent claims necessitated the new ground(s) of rejections 
using the same references. This office action is made final. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tsukamoto et al (5,796,828) disclose controlled-access broadcast signal 
receiving system. 

5. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

) 

6. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Annan Q. Shang whose telephone number is 571- 

272- 7355. The examiner can normally be reached on 700am-400pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher S. Kelley can be reached on 571-272-7331. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Annan Q. Shang. 



